
IN THE UNITED STATES DISTRICT COURTFOR THE EASTERN DISTRICT OF TEXASTYLER DIVISIONCOLORQUICK, L.L.C.      §     §                     v.      § No. 6:09-cv-572     §          FEDEX OFFICE AND PRINT,      §SERVICES, INC.,      §
ORDERBefore the Court is Defendant FedEx Office and Print Services Incorporated’s (“Defendant”)motion to transfer venue to the U.S. District Court for the District of Massachusetts (Doc. No. 26). The matter is fully briefed (Doc. Nos. 26, 37, 38, 40).  Having considered the parties’ submissions,the Court DENIES Defendant’s motion.BACKGROUNDPlaintiff ColorQuick, LLC (“Plaintiff”) has alleged infringement of U.S. Patent No.6,839,149 (“the ‘149 Patent” or “the patent-in-suit”).  Plaintiff is a New Jersey limited liabilitycompany having a principal place of business in Pennsauken, New Jersey.  Defendant is a Texascorporation having a principal place of business in Dallas, Texas.  Plaintiff and the patent-in-suit arepresently involved in a co-pending case, ColorQuick LLC v. Vistaprint, No. 6:09-cv-323 (E.D. Tex.),which is before this Court. LEGAL STANDARDSection 1404(a) provides that “[f]or the convenience of parties and witnesses, in the interestof justice, a district court may transfer any civil action to any other district or division where it mighthave been brought.” 28 U.S.C. § 1404(a).  The goals of § 1404(a) are to prevent waste of time,energy, and money, and also to protect litigants, witnesses, and the public against unnecessary

Case 6:09-cv-00572-LED-JDL   Document 45    Filed 06/17/10   Page 1 of 7



inconvenience and expense.  Van Dusen v. Barrack, 376 U.S. 612, 616 (1964).  Ultimately it iswithin a district court's sound discretion to transfer venue pursuant to 28 U.S.C. § 1404(a), but thecourt must exercise its discretion in light of the particular circumstances of the case.  Hanby v. ShellOil Co., 144 F.Supp.2d 673, 676 (E.D.Tex.2001); Mohamed v. Mazda Corp., 90 F.Supp.2d 757, 768(E.D.Tex.2000).  The party seeking transfer of venue must show good cause for the transfer. In reVolkswagen of America, Inc., 545 F.3d 304, 315 (5th Cir. 2008).  To show good cause, the movantmust demonstrate the proposed transferee venue is clearly more convenient.  Id.The Fifth Circuit has adopted the Gilbert factors, see Gulf Oil Corp. v. Gilbert, 330 U.S. 501,507 (1947), for determining § 1404(a) venue transfer questions.  Id. at 315 n.9.  When decidingwhether to transfer venue, a district court balances two categories of interests: the private interests,i.e., the convenience of the litigants, and the public interests in the fair and efficient administrationof justice.  Id.  The private interest factors weighed by the court include: “(1) the relative ease ofaccess to sources of proof; (2) the availability of compulsory process to secure the attendance ofwitnesses; (3) the cost of attendance for willing witnesses; and (4) all other practical problems thatmake trial of a case easy, expeditious and inexpensive.”  Id.  The public interest factors include: “(1)the administrative difficulties flowing from court congestion, (2) the local interest in havinglocalized interests decided at home, (3) the familiarity of the forum with the law that will govern thecase, and (4) the avoidance of unnecessary problems of conflict of laws or in the application offoreign law.”  Id.  This list is not exhaustive nor is any single factor dispositive.  Id.Although judicial economy is not among the list of enumerated Gilbert factors, it is “aparamount consideration when determining whether a transfer is in the interest of justice.” In reVolkswagen of Am., Inc., 566 F.3d 1349, 1351 (Fed. Cir. 2009).  “To permit a situation in which two
2
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cases involving precisely the same issues are simultaneously pending in different District Courtsleads to the wastefulness of time, energy and money. . . .”  Continental Grain Co. v. The FBL-585,364 U.S. 19, 26 (1960).  Although patent infringement cases “may not involve precisely the sameissues, there will be significant overlap and a familiarity with the patents could preserve time andresources.”  Volkswagen, 566 F.3d at 1351.Several recent appellate opinions must be addressed in determining whether transfer isappropriate in this case. Volkswagen involved a products liability claim stemming from anautomobile collision in Dallas, Texas.  545 F.3d at 307.  On rehearing en banc, the Fifth Circuitgranted the petition for a writ of mandamus requiring the Eastern District of Texas to transfer thecase to the Northern District of Texas.  Id. at 307.  It found that the trial court had erred by givinginordinate weight to the plaintiff’s choice of venue and by not giving appropriate weight to – amongother things – the locations of proof, the cost of attendance of willing witnesses, the availability ofcompulsory process, and the localized interest of the fora.  Id. at 318.Shortly thereafter, the Federal Circuit – relying on Volkswagen – granted a petition for a writof mandamus requiring the Eastern District of Texas to transfer a patent case to the Southern Districtof Ohio.  In re TS Tech USA Corp., 551 F.3d 1315, 1322-23 (Fed. Cir. 2008).  The Federal Circuitfound that in the underlying case – Lear Corp. v. TS Tech USA, Inc., No. 2:07-cv-406, 2008 U.S.Dist. LEXIS 105072 (E.D. Tex. Sept. 10, 2008) – the trial court erred by: 1) giving too much weightto the plaintiff’s choice of forum; 2) failing to recognize the cost of attendance of witnesses; 3)failing to recognize the ease of access to sources of proof; and 4) disregarding the Fifth Circuitprecedent for analyzing the public interest in having localized interests decided at home.  Id.  Morerecently, the Federal Circuit also granted a petition for a writ of mandamus requiring the Eastern
3
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District of Texas to transfer a patent case to the Northern District of California.  In re Genentech,Inc., 566 F.3d 1338 (Fed. Cir. 2009).  It found that the trial court erred by: 1) improperly applyingthe 100-mile rule; 2) improperly substituting its central proximity for a measure of the convenienceof the witnesses and parties, and the relative ease of access to evidence; 3) failing to appropriatelyweigh the compulsory process factor; and 4) erroneously weighing two irrelevant considerations:whether the transferee court would have personal jurisdiction over the plaintiff, and the defendant’slitigation history in the transferor district.  Id. at 1348.Most recently, the Federal Circuit has granted petitions for writs of mandamus in two morecases.  In In re Hoffman-La Roche Inc., 587 F.3d 1333 (Fed. Cir. 2009), the appellate court foundthe district court had erred by: 1) improperly weighing the districts relative subpoena power; 2)considering sources of proof electronically transported to the transferor district; and 3) concludingthe transferee district had no greater local interest in the resolution of the case.  Id. at 1336-38.  InIn re Nintendo Co., Misc. No. 914, 2009 WL 4842589, at *5 (Fed. Cir. Dec. 17, 2009), the appellatecourt found “[t]he district court: 1) applied too strict of a standard to allow transfer; 2) gave toomuch weight to the plaintiff’s choice of venue; 3) misapplied the forum non conveniens factors; 4)incorrectly assessed the 100-mile tenet; 5) improperly substituted its own central proximity for ameasure of convenience of the parties, witnesses, and documents; and 6) glossed over a recordwithout a single relevant factor favoring the plaintiff’s chosen venue.”DISCUSSIONAs an initial matter, the Court notes the parties do not dispute that this suit could have beenbrought in the District of Massachusetts.  Volkswagen, 545 F.3d at 312 (observing “[t]he preliminaryquestion under § 1404(a) is whether a civil action ‘might have been brought’ in the destination
4
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venue”).  The Court now turns to the Gilbert factors and considers the facts and circumstances thatweigh for and against transfer.Defendant identifies the following facts weighing in favor of transfer: Some relevantevidence is located in the Northeastern United States, at the headquarters of Plaintiff and third-partyVistaprint Limited; several non-party witnesses are located in or near the proposed transferee district;travel to the proposed transferee district would be less burdensome for some party and non-partywitnesses are located in or near Philadelphia; and, the proposed transferee district enjoys absolutesubpoena power over some non-party witnesses, whereas this district has absolute subpoena powerover no non-party witnesses.   See DEF.’S MOT. at 5-15. 1
In response, Plaintiff identifies several considerations weighing against transfer.Significantly, the bulk of Defendant’s evidence is located at Defendant’s headquarters in Dallas,Texas.  Similarly, this district is much more convenient for Defendant’s party witnesses who residejust outside the bounds of this district.  Plaintiff notes this Court has experience with the patent-in-suit, having previously presided over a case involving the patent-in-suit and construing several claimterms.  Plaintiff also notes, in addition to this Court’s prior experience with the patent-in-suit, thatthere is a co-pending case in this Court involving the same plaintiff, the same patent-in-suit, andsubstantially similar technology.2

  Defendant’s contention that the proposed transferee district has a stronger local interest in this case1because the State of Massachusetts has five FedEx Office stores and the Eastern District of Texas has only one suchstore does not weigh for or against transfer.  See Invitrogen Corp. v. Gen. Elec. Co., No. 6:08-cv-112, 2009 WL331891, at *6 (E.D. Tex. Feb. 9, 2009) (finding the relative number of accused products sold in this district and theproposed transferee district irrelevant).  Additionally, in a case such as this, “where there are sales of the accusedproduct in both districts, no particular district has a greater stake in the outcome of the litigation.”  Emanuel v. SPXCorp., No. 6:09-cv-220, 2009 WL 3063322, at * 9 (E.D. Tex. Sept. 21, 2009).  Plaintiff’s contention that the proposed transferee district does not have absolute subpoena power is a2misstatement of that concept and did not merit consideration..  See Hoffman-La Roche, 587 F.3d at 1338 (explaining5

Case 6:09-cv-00572-LED-JDL   Document 45    Filed 06/17/10   Page 5 of 7



Having considered the parties’ positions, the Court finds the facts and circumstances of thiscase counsel against transfer.  The Court finds there will be significant overlap among the issues ofclaim validity, claim construction, and claim scope.  This weighs against granting Defendant’smotion, as transfer would create duplicative proceedings on the same patent, unnecessarily wastingjudicial resources and creating the possibility of inconsistent results.  Although this fact may not bedispositive, it is “a paramount consideration” for the Court.  See Volkswagen, 566 F.3d at 1351; seealso Regents of the Univ. of Cal. v. Eli Lilly & Co., 119 F.3d 1559, 1565 (Fed.Cir.1997) (holding“interest of justice, which includes judicial economy, may be determinative to a particular transfermotion, even if the convenience of the parties and witnesses might call for a different result”(quotation omitted)).   This is not a case without connection to this district or this state.  Indeed, theonly defendant in this case is headquartered within two hours of this courthouse, residing just milesfrom the bounds of this district.  Although access to some third-party sources of proof would be moreconvenient in the District of Massachusetts, transfer would make access to Defendant’s sources ofproof more difficult.  The Court also notes transfer would ease the burden of travel for severalwitnesses, notably several non-party witnesses located in the proposed transferee district.  Thesegains in convenience do not, however, outweigh the substantial loss of judicial efficiency transferringthis case would cause.  This Court is intimately familiar with the patent-in-suit, having previouslypresided over a case involving Plaintiff, the patent-in-suit, and similar accused technology. Moreover, this Court is presiding over a co-pending case likewise involving Plaintiff, the patent-in-suit, and substantially similar technology.  Transfer would unnecessarily create duplicative, parallelproceedings, raise the possibility of inconsistent adjudication, and waste the parties’ and the Court’s
the concept of absolute subpoena power). 6
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resources.  Having balanced these concerns along with all other considerations, the Court findsDefendant has failed to carry its burden of demonstrating the District of Massachusetts is clearlymore convenient.  Accordingly, the Court declines to exercise its discretion to transfer venuepursuant to 28 U.S.C. § 1404(a). CONCLUSIONFor the foregoing reasons, the Court DENIES Defendant’s motions.

7

.

                                                ___________________________________           JOHN D. LOVE          UNITED STATES MAGISTRATE JUDGE

So ORDERED and SIGNED this 17th day of June, 2010.
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